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AI & Trademark
When addressing generative artificial intelligence and 

intellectual property, much of the focus has been on 
copyrights.

Actually, generative artificial intelligence is also 
relevant to trademark, including trademark application, 
trademark rights and trademark infringement.

Moreover, generative AI will help trademark 
professionals deal with complex and repetitive 
docketing tasks, assist them in creating and 
safeguarding valuable trademark assets.
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Presently, Most Cases Involving AI Is 
Copyright Related Cases
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Trademark Is As Important and Valuable to 
AI Industry As In Other Industries
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Trademark Is As Important and Valuable to 
AI Industry As In Other Industries

OpenAI Failed to register GPT & ChatGPT with USPTO until now and the 
proliferating of similar marks illustrate the importance of the trademark 
issues.
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AI is here to stay
Trademark is equally important
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New AI applications in trademark field 
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New AI applications in trademark field 

EUIPO’s AI Tools: The European Union Intellectual Property 
Office (EUIPO) has implemented AI tools like the TMview
search image, which uses AI to find visually similar trademarks 
in its database.

WIPO’s AI Tools: WIPO has developed AI-powered tools for 
trademarks, such as Global Goods & Services Terms Explorer 
and Image Similarity Search in the Global Brand Database
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New AI applications in trademark field 
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Taiwan’s TIPO Joins WIPO and Other Countries to 
Provide Image-Based AI Trademark Searching 
Services
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How Generative AI May Implicate 
Trademarks
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How Generative AI May Implicate 
Trademarks

File similar trademark applications 
Use trademarks in AI training materials
Trademarks used in user’s prompts
Trademarks appeared in AI-Generated outputs
Getty Images (US) v. Stability AI-the AI-generated 

output itself contains trademarks
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How Generative AI May Implicate 
Trademarks

Getty Images watermark 
appeared in AI generated 
images
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How Generative AI May Implicate 
Trademarks

A generative AI company may not directly infringing 
upon a trademark, but could be held liable for indirect 
infringement. 

To establish contributory liability, a plaintiff must show the 
defendant either “intentionally induced another to 
infringe” his or her trademark or “continued to supply its 
product to one whom it knows or had reason to know 
was engaging in trademark infringement.”
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Even An AI Company Needs Trademark Strategy
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Ethiopia’s Trademark Strategy
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OpenAI Has Filed 28 Trademark Applications with 
USPTO, But Filed GPT & ChatGPT Application 
AFTER Launching ChatGPT
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OpenAI’s Trademark Application with USPTO
-Most Applications Are Still Pending

Presently, only GPT-3, GPT-4 and OpenAI’s logo were registered
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OpenAI’s Trademark Application with USPTO
-Most Applications Are Still Pending
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OpenAI Is Filing More Trademark Applications Now!
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Registration is refused because the applied-for mark merely describes 
a feature, function, or characteristic of applicant’s goods and 
services. The USPTO further noted that “GPT” is a generic mark that is 
widely used throughout the artificial intelligence industry 2024/8/2Jerry Fong - AI & Trademark
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GPT Application Prosecution History

OpenAI first released 
ChatGPT on November 30, 
2022, but filed its GPT
trademark application on 
December 27, 2022
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GPT Trademark Final Office Action 
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GPT Trademark Final Office Action 
 Registration is refused because the applied-for mark merely 

describes a feature, function, or characteristic of applicant’s goods 
and services. Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1);
see TMEP §§1209.01(b), 1209.03 et seq.

 A mark is merely descriptive if “it immediately conveys information 
concerning a feature, quality, or characteristic of [an applicant’s] 
goods or services.” In re N.C. Lottery, 866 F.3d 1363, 1367, 123
USPQ2d 1707, 1709 (Fed. Cir. 2017)

 [T]he refusal to register the applied-for mark in International Class 09 
is now made FINAL because applicant failed to provide evidence of 
use of the applied-for mark in commerce. 15 U.S.C. §§1051, 1127; 37 
C.F.R. §§2.56(a), 2.63(b); TMEP §§904, 904.07, 1301.04(g)(i).

GPT mark is still pending because OpenAI filed an Extension 
Application and extends the response deadline until August 6, 20242024/8/2Jerry Fong - AI & Trademark
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OpenAI’s ChatGPT Trademark Application
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OpenAI’s ChatGPT Trademark Application
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ChatGPT’s Prosecution History

ChatGPT was released 
on November 30, 2022, 
but OpenAI filed 
ChatGPT trademark 
applications on 
December 30, 2022
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Prosecution History

The second ChatGPT mark was 
filed on May 12, 2023 2024/8/2Jerry Fong - AI & Trademark
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ChatGPT’s Final Office Action
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ChatGPT’s Final Office Action
Only where the combination of descriptive terms creates a unitary 

mark with a unique, incongruous, or otherwise nondescriptive 
meaning in relation to the goods and/or services is the combined 
mark registrable. 

 In this case, both the individual components and the composite 
result are descriptive of applicant’s goods and/or services and do 
not create a unique, incongruous, or nondescriptive meaning in 
relation to the goods and/or services. 

Additionally, the evidence of record shows that both the wording 
"CHAT" and "GPT" are used descriptively in applicant's software 
industry to refer to a particular type of software where users may ask 
questions and an AI model then answers those questions based on 
data that has been inputted into the model. 2024/8/2Jerry Fong - AI & Trademark
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Present status of ChatGPT & GPT Worldwide 
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GPT Search Results (US)

Presently, 3,548 GPT related 
trademarks registered or pending
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ChatGPT Search Results (US)
ChatGPT registration is much less. 
Only 53 registered or pending 
ChatGPT applications

2024/8/2Jerry Fong - AI & Trademark

36



OpenAI Needs to Prove GPT Is Not A 
Generic Term, Which Is More Difficult.

 USPTO Final Office Action: “In addition to being merely descriptive, 
the applied-for mark appears to be generic in connection with
the identified goods and/or services. “

 “A generic mark, being the ‘ultimate in descriptiveness,’ cannot
acquire distinctiveness” and thus is not entitled to registration on 
either the Principal or Supplemental Register under any 
circumstances.  In re La. Fish Fry Prods., Ltd., 797 F.3d 1332, 1336, 
116 USPQ2d 1262, 1264 (Fed. Cir. 2015).

 If OpenAI cannot overcome this generic term decision, GPT will 
not be registered in US. (even though it already registered in other 
countries.)
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OpenAI Needs to Argue ChatGPT Have Acquired 
Secondary Meaning So As to Register

 In response to the refusal, applicant may assert a claim that the 
applied-for mark has acquired distinctiveness under Trademark Act 
Section 2(f). Applicant may respond by (1) requesting to amend the 
application to assert a claim of acquired distinctiveness under 
Section 2(f) and (2) providing sufficient evidence to support this 
claim (such as verified statements of long term use, advertising and 
sales expenditures, examples of typical advertisements, affidavits 
and declarations of consumers, customer surveys). 

 This evidence must demonstrate that the relevant public 
understands the primary significance of the mark as identifying the 
source of applicant’s product or service rather than identifying the 
product or service itself. In re Steelbuilding.com, 415 F.3d 1293, 1297, 
75 USPQ2d 1420, 1422 (Fed. Cir. 2005).
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WIPO Madrid System Search Shows A 
Different Picture

registered or pending ChatGPT 
trademark already reached 112
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WIPO Madrid System Search Shows A 
Different Picture

Registered or pending GPT trademark 
reached 680
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Will OpenAI Acquire ChatGPT & GPT’s 
Trademarks or Will Them become Generic Terms?

OpenAI registered 
GPT trademark in 
Switzerland
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Will OpenAI Acquire ChatGPT & GPT’s Trademarks 
or Will Them become Generic Terms?

OpenAI announce its Brand Policy
-An Important Step to Assert Seconday Meaning
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Will OpenAI Acquire ChatGPT & GPT’s Trademarks 
or Will Them become Generic Terms?

OpenAI is asking users 
to cease and desist 
from using the term 
GPT in their domain 
names, site titles, or 
subtitles as it goes 
against their brand 
guidelines.
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Conclusion

 In this generative AI era, trademark will be an essential 
tool for competition, just like other intellectual property. 
As a result, proper strategy needs to be adopted.

OpenAI failed to satisfy the “distinctiveness” requirement 
for trademark registration. Still, if OpenAI can prove 
ChatGPT has acquired “distinctiveness”(secondary 
meaning) then it is eligible for registration. As for GPT mark, 
if it is a generic term, proving “distinctiveness” will be 
more difficult and may render GPT mark not registratable
in the US.  Other countries may not reach the same result.
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Conclusion

Once successfully registered, like in Swizerland, 
OpenAI can enforce its trademark rights against 
infringers, including domain name owners. 

Since OpenAI is actively defending its rights, the 
marks, once registered, will not become generic 
terms easily, just as Xerox or other marks.

AI services providers shall adopt trademark strategy 
to enhance their consumer awareness of its 
trademarks/brands so as to increase value and 
competitiveness. 
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ANY Question?
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